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Directive 2015/2436 and Regulation 2017/1001

« Directive 2015/2436 and Regulation 2017/1001 modernise and
improve the existing EU trademark provisions, by amending outdated
provisions, increasing legal certainty and clarifying trade mark rights in terms
of their scope and limitations; they achieve greater approximation of national
trade markliaws and procedures to make them more consistent with the EU
trade mark system, by introducing:

1. further substantive rules

2. procedural rules in accordance with principles contained in the EU Trade
Marks Regulation; and it also improves cooperation between national
Intellectual Property Offices and the EUIPO for the purpose of converging
practice and developing common tools, by putting in place a legal basis for
this cooperation.

* Regulation is immediately enforceable in Italy; the Directive will be
implemented in Italy within January 2019
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Directive 2015/2436 and Regulation 2017/1001

e Three main areas of change:

') Graphic Representation

') EU Certification marks
) Procedural Changes
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Directive 2015/2436 and Regulation 2017/1001

Graphic Representation

¢ From October 1, 2017 the graphic representation requirement in the trademark
applications is no more effective. This means that it will be possible to represent
signs in any suitable form, provided that the representation has to be clear,
precise, autonomous, easily accessible, understandable, long-lasting and objective.

 The result is a system where «what you see is what you get», in order to make
easier also the applications' research.

e The aim is to increase law certainty for users and to reduce the objections related
to formal requirements.
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Directive 2015/2436 and Regulation 2017/1001

EU Certification Trademark

e The EU Certification Trademark indicates that products and
services including that mark are in compliance with the
provisions contained in the regulations and are
controlled under the responsibility of the
certification mark owner, independently from the
company identity that effectively produces or furnishes the
proaucts.

. Thos:e marks have to be filed Within two months from the
application and have to contain:

the characteristics of products and services to be certified;

2. the (i{onditions that discipline the use of the certification
mark;

3. the criteria of evidence and supervision that have to be
applied by the certification mark's owner.
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Directive 2015/2436 and Regulation 2017/1001

Procedural Changes

e The main changes are related to:

priority

acquired distinctiveness as a subsidiary claim
opposition and cancellation process

online motivation

languages and translations

assignment of EUTM as a remedy
communications with the Office

Boards of Appeal
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transitional provisions
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Directive 2015/2436 and Regulation 2017/1001

Opposition, revocation and invalidity

¢ the Directive has introduced the invalidity application;

¢ Opposition, revocation and invalidity become administrative
procedures.

* the Directive allows, before the trademark registration, third
interested parties to send to the national trademark office written
observations based on specific issues according to which the
application should have to be rejected;

 Asto the trademark registration, in the harmonizing perspective,
the Directive also provide new rules regarding the opposition
proceedings, the declaration of cancellation and the declaration of
invalidity;

* Opposition, cancellation and invalidity proceedings are regulated by
articles 43-47 of the Directive.

¢ In Italy these procedures will be enforced within January 14,
2023.
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Directive 2015/2436 and Regulation 2017/1001

Opposition

"The administrative procedure referred to in paragraph 1
of this Article shall at least provide that the proprietor of an
earlier trade mark[...] sha[l) be entitled to ﬁfe a notice of
opposition.

A notice of opposition may be filed on the basis of one or more
earlier rights, provided that they all belong to the same
proprietor, and on the basis of part or the totality of the goods
or services in respect of which the earlier right is protected or
applied for, and may be directed against part or the totalil% of
the goods or services in respect of which the contested mark is

applied for.

The parties shall be granted, at their joint request, a minimum

](()f two months in the o%)rposmon proceedings in order to allow
0

r the possibility of a friendly settlement between the
opposing party and the applicant.”

Art. 43 Directive 2015/2436
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Directive 2015/2436 and Regulation 2017/1001

Revocation and invalidity - Grounds

o The administrative procedure for invalidity shall provide
that the trade mark is to be declared invalid at least on the
following grounds:

1. the trade mark should not have been registered because it
does not comply with the requirements provided for in

Article 4;
2. the trade mark should not have been registered because of the

existence of an earlier right within the meaning of Article
5 (1) to (3).

Art. 45 Directive 2015/2436
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Directive 2015/2436 and Regulation 2017/1001

Revocation and invalidity — Who is entitled?

are to be entitled to file an application for revocation or for a
declaration of invalidity:

1. in the case of paragraph 2 and paragraph 3(a), any natural or legal
person and any group or body set up for the purpose of representing the
interests of manufacturers, producers, suppliers of services, traders or
consumers, and which, under the terms of the law governing it, has the
capacity to sue in its own name and to be sued;

o The administrativdehprocedure shall provide that at least the following

2. in the case of paragraph 3(b) of this Article, the proprietor of an earlier
trade mark as referred to in Article 5(2) and Article 5(3)(a), and the
person authorised under the relevant law to exercise the rights arising
from a protected designation of origin or geographical indication as
referred to in Article 5(3)(c).[...]

* An application for a declaration of invalidity may be filed on the basis of
one or more earlier rights, provided they all belong to the same
proprietor.

Art. 45 Directive 2015/2436

Hogan Lovells | 21



EUE5 52015/24365 U EURRBIEE2017/10015

BEROBUERVEMNES - HFI DIENDLHLHE

o TEF# CTlE LELEERDEIZEER G ENEE ZHiET EFZELT
WS EHDRESNAAILH ST

1. QEUB)a)PHFEIZHTIE, BAARIEEZARVEHERE, LES.
Y—EXDH#EE. BHARIZEEZEDFIBEZRKXT S TRILIENTIN—T
XRIFHETHoT, TNEEET BEEDEMHICEDNDTHEDEZETHASX
IEFAZERNTOEENEH T HED

2. B)b)DEFEEIZHIVTIL, FEBR(Q2)RUESRKB) @)W OFEITEHIEDAIEE
HIZFEBRQR)(C) U IRESN-IREM B IR T BRI T 5L CDHEFIZ
TS dELELIEZEICE DN THASATNEE[--]

« BEHPESDHEEL A\RIFEHDETEF=1ZL, ENSTNTHR—DAT
BEICIFE T BLERMLT BZRMEL TITISEHNTES

EUIE4S $2015/2436 B 5455

Hogan Lovells | 22



Directive 2015/2436 and Regulation 2017/1001

Customs

* The customs authorities of the EU Member States have
been enforcing IPR on the basis of EU legislation since
1986. At present, the legal basis for EU customs
enforcement of intellectual property rights
is Regulation 608/2013.

* The Regulation 2017/1001 now allows the seizure of
goods in transit

« TItalian Customs are acting on the basis of the new
rule
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Directive 2015/2436 and Regulation 2017/1001

Customs

o "[...] the proprietor of that registered trademark shall also be entitled to
prevent all third parties from bringing goods, in the course of
trade, into the Member State where the trade mark is
registered, without being released for free circulation there, where such U
goods, including the packaging thereof, come from third countries and
bear without authorisation a trade mark which is identical with the '
trade mark registered in respect of such goods, or which cannot
be distinguished in its essential aspects from that trade mark.

»  The entitlement of the trademark proprietor pursuant to the first
subparagraph shall lapse if, during the proceedings to determine
whether the registered trade mark has been infringed, initiated in
accordance with Regulation (EU) No 608/2013, evidence is provided by
the declarant or the holder of the goods that the proprietor of the
registered trade mark is not entitled to prohibit the placing of
the goods on the market in the country of final destination. |...J"

Article 10 Directive 2015/2436
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Directive 2015/2436 and Regulation 2017/1001
Article 11, 12 and 13

In the Articles 11 the legislator has included the right for the trademark owner to prohibit the:

Art. 11

Hogan Lovells | 27
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Directive 2015/2436 and Regulation 2017/1001
Article 11, 12 and 13

¢ Inthe Article 12 the legislator has included the right for the trademark owner to:
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Directive 2015/2436 and Regulation 2017/1001
Article 11, 12 and 13

¢ Inthe Article 13 the legislator has included the right for the trademark owner to:
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Custom protection in ltaly

Provisions: Reg. EU 2013 /608 and
Italian Financial Regulation
350/2003 (Art. 4, paragraph 54 and

paragraph 80).

The owner of an IP right can present an application for custom protection before the Authorities.

In Italy the competent authority is the Antifraud Central Office, in Rome. The Office receives,
examines and approve the applications of national and EU intervention.

It is possible to file application for custom intervention to protect any IP rights: patents, trademarks,
design, certification trademarks and geographical indications.

The customs seizure application is valid for 1 year from the application reception date, and
can be renewed.
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Custom protection in ltaly

The applicant has to provide:

Information related to IP rights to be covered.

The Member State where the protection is required if it is a EU
application.

Specific and technical data of products, including labels, bar codes and
images and other details from which it is possible to understand
whether the products is counterfeited.

Information to allow customs authorities to analyze and evaluate the
risk of IP rights violations, such as the information related to
distribution channels.

In case of complex products, the IP owner can organize
training sessions specialized for the customs agents in the
most delicate access points and airports (Genoa, Naples,
Malpensa Airport and Rome).
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How to protect a trademark in ltaly

Litigation Prosecution
e Preliminary proceedings o C&D letter
e Proceedings on the merits » Opposition
e Take down

Special cases
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How to protect a trademark in Italy — Litigation

Special Section in companies

P matters — -
Proceedings on the . . imi i
mlergi;ts e Preliminary Proceedings _  _ 5 Prehmmarg Pr.o.cee.dlngs
First Instance ] during the proceedings on °gurpusl Ol IUris
. *Periculum in mora
- | the merits
Flrls)t Ir.ls.tance I Referred back to I
ecision | First Instance Vi
4 . Court
Appeal proceedings | Decision
against first instance [€—:-— |
decision | ‘l’
|
A2 — I Referred back to Appeal
Appeal Decision | Court of Appeal
¥ |

Supreme Court

v

Final Decision

» search order
* seizure
* injunction
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How to protect a trademark in ltaly

Litigation
Periculum in mora Fumus boni iuris

¢ Periculum in mora, or urgency

requirement, is the possible damage * Fumus boni turis is the prima
that may be suffered by the right holder facie right for which the

(for which the preliminary measure is preliminary measure is asked.
required);

» The existence of a trademark is
generally considered sufficient to
prove fumus boni iuris.

* itis a condition for the preliminary
proceeding;

* its existence is a requirement for
preliminary instance admissibility.
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How to protect a trademark in ltaly
Litigation

e Preliminary Proceedings

The Italian Civil Procedure Code provides the preliminary proceedings as an
instrument to obtain a coverage in special cases, in particular when the circumstances
request to obtain a judicial enforcement in the shortest time possible. The judge order
gained is only preliminary and "anticipates" the proceedings on the merits. The
preliminary measures commonly used for trademark issues are: search order,
seizure and preliminary injunction.

The preliminary proceedings can be issued only if two requirements, fumus boni iuris
and the periculum in mora, are met.
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How to protect a trademark in ltaly
Litigation — Preliminary proceedings

 this measure is provided by articles 129 and
130 of the decree No. 30/2005 (Italian
Intellectual Property Code "IIPC"), and its
aim is to acquire and preserve evidence in
order to prove the IP rights infringement.
Upon trademark owner's request, the
Authority can order the search order of the
objects that constitute the infringement.

» The Authority can also order the seizure of
documents and samples related to the search
order objects. The order can be provided
inaudita altera parte in special urgent cases
and it is operated by a plaintiff, who can be
assisted by an expert.
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How to protect a trademark in ltaly

Litigation — Preliminary proceedings

 the Authority can order the seizure of
the documents and samples. The order
can be issued inaudita altera parte, in
special urgent cases.

* the seizure has evidentiary aim and it
can also be considered a measure to
avoid that the infringing conduct
continues, and anticipates the effect of
the proceedings on the merits.

e the seizure measure is functional to
the proceedings on the merits
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How to protect a trademark in ltaly
Litigation — Preliminary proceedings

 according to article 131 of IIPC, the
owner of an IP right can require an
injunction preventing the production,
and commercialization of goods which
may infringe trademark rights;

 the Authority can order the injunction
and fix a sum for each violation;

 the aim of this preliminary measure is
to avoid that the trademark owner
suffers additional violations.
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How to protect a trademark in ltaly
Litigation

« article 700 of the Italian Civil
Procedure Code provides the so-called
"urgent measure".

« this measure is used in residual cases
while it is the only preliminary measure
that can be issued in unfair competition
matters.

* Generally, in trademark matters the
provisions established by IIPC are
sufficient
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How to protect a trademark in ltaly
Prosecution

C&D letter

 In Italy, it is castomary to approach the infringer before starting any
litigation with a C&D letter

« Sending such letter is not mandatory and is not a prerequisite to act

« However, Italian Judges consider relevant whether amicable approaches
were made before litigation, thus the letter may serve to explain the
background if the matter escalates
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How to protect a trademark in ltaly

Prosecution

When preﬁaring a C&D letter, a friendly
approach is often recommended

Infringers could indeed be more available
to cooperate if they receive
straightforward but kind
communications, in which the
trademark holder confirms his availability
to discuss a settlement

Consider also implications on bad
publicity/press

Our experience is that more than 90% of
cases in which we have sent friendly C&D
letters to infringers have resulted in a
settlement
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How to protect a trademark in ltaly
Prosecution

C&D letter — an example

* The letter should start with an introduction
and brief description of the earlier
trademarks owned by the right holder

* The infringement should be described in
details (also with supporting
images/evidence found)

* A concise but clear legal analysis of the
infringement should be included

* The letter should end with a request to cease
the infringement/withdraw the
infringing mark and the offer to discuss
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How to protect a trademark in ltaly

Prosecution

Opposition before UIBM (i)

b)

The opposition procedure has been introduced in 2011. The owners of prior

trademarks may oppose to the registration of later marks, which include
identical or similar signs.

The opposition has to be filed within 3 months from:

the publication date on UIBM bulletin of a trademark application
considered registrable;

The first date of the month subsequent to the one when the international
trademark on the Gazette de 'Organisation Mondiale de la Propriété
Intellectuelle des Marques Internationales has been published.
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How to protect a trademark in ltaly
Prosecution

Opposition before UIBM (ii)

« The applicant has to indicate the grounds of the opposition, and in particular:

a)  Whether the later mark is anticipated by a so called "well-known sign" used in art, sport,
literature;

b)  Whether the later mark is anticipated by an earlier trademark application/registration
enforceable in Italy (including EU marks and International designations extended to Italy

or EU).

» Differently from EUIPO's practice, in Italy it is not possible to ground opposition on
trademark reputation (i.e. showing that the registration and use of the later trademark may
dilute the distinctive character or create a prejudice to the reputation of the earlier mark).
However, something may chance as soon as the New Directive enters into force.

Hogan Lovells | 63



A1) 7 TOEEREE
LiERE
A T7HHEER (UIBM)TOREZHALILT()

o B AIZEZDRI., ZFICLLTOSZREITIRTLUEITNIEGZSELY:
a) BEBEEL. =M. RAR—Y XEESTROLLATWAIBENER I2LYFRIEShEE
DTHAH(THEHEFHRADED TIELELY);
b) BEEIZIX. 437 CHEMITHERIRELLITEIZE (EUEENDA2) 7 RUVEUZTIETE
TEHEEEEZEZESD) DHEFE/ZEZICKYFRINDIZEDOTHS
« EUIPOTOIEITEIZELRY., 1R T7TIL. BEDENELTEEDLREFEZAHWSIE
(THHLLERREBEEZEDEZEAMMERIL., E1TEEORM NDZHFERILTIRIEIZTD4A
BEIETSLDTHAELSTER)ITTELLY — LML, COBRIEFH-HIES DT
RBICEBEINSHEEEMEL

Hogan Lovells | 64



How to protect a trademark in ltaly

Prosecution — Special cases

1.

2.

opposition grounds:
Likelihood of confusion

Lack of consent of the right holder of a so called "well-known sign'" used
in artistic, literary, scientific, political, sport fields:

this ground is quite unique to the Italian legal system. Indeed, the so-called
"well-known signs" are signs used in Italy in cultural, sportive, scientific, politic or
artistic fields and which have gained popularity among the public due to the efforts of
their right holder. These signs are not used as trademarks, as they generally
distinguish the cultural or sportive events they relate to (by way of example, the
sign "Mille Miglia", which identifies a reputed car race in Italy). According to the IP
Code, only who has the right on the event is entitled to register the
corresponding trademark. Any registration (and use) as trademark by third
parties is forbidden (as only the right holder of the well-known sign is entitled to take
advantage of the goodwill it has gained on the market).
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How to protect a trademark in ltaly

Prosecution — special cases

Some examples of the article 8 application in Italy

Hogan Lovells | 66



How to protect a trademark in ltaly
Prosecution — special cases

Main features:

 reputation of the sign v. reputation of
the trademark

 protection of the well-known sign
does not require a likelihood of
confusion

 protection of the well-known sign
does not require full identity
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How to protect a trademark in ltaly

Prosecution — special cases

Let's now do an example:

« Captain Tsubasa is the title of a popular
Japanese manga and anime, distributed and
broadcasted also in Italy, since the '80

* The anime was a huge success also in Italy

* Currently, Shueisha Inc. has filed two EU
trademarks including the wording "Captain
Tsubasa" in connection with several goods and
services

« In Italy, the wording "Captain Tsubasa"
would be protectable under the rules of
article 8
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How to protect a trademark in ltaly

Prosecution

Special cases — Opposition in San
Marino

San Marino is a small Republic located in central
Italy. San Marino is provided with a Trade Mark and
Patent Office which is independent from the Italian
Trade Mark and Patent Office. Also the legal system
is different, as San Marino has independent Courts
and judges. A specific IP Code having effects in San
Marino entered into force in May 2005. Pursuant to a
treaty which is force since 1939, Italy and San Marino
have agreed that "each State undertakes to prevent,
in its territory, violation or infringement of
trademarks which have been duly registered or

protected in the other".
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How to protect a trademark in ltaly

Prosecution — Special cases
Opposition in San Marino

the San Marino IP Code establishes that, in light of the above mentioned
grovisions, "if a trade mark is protected under an Italian registration

ut not under a Sammarinese registration, the illicit use of the trade
mark by a third party in the San Marino Republic amounts to an
infringement of the exclusive rights vested in the trade mark". On the
contrary, if a trade mark is registered in San Marino instead of Italy, the
illicit use of the mark by a third party amounts to an infringement of the
rights vested in mark also in the Italian territory. Therefore,
Italian/Sammarinese trademarks may have double effects in both
countries.

the above discipline does not apply to EU trademarks (as San
Marino is not part to the European Union) and to International
trademarks enforceable in Italy or in San Marino (as International
trademarks shall be exclusively governed by the rules set out in the
Madrid Agreement).
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How to protect a trademark in ltaly

Prosecution — Special cases

Opposition in San Marino

It is not possible to bring trademark opposition in San
Marino. Even though the procedure is established in the San Marino
IP Code, the Sammarinese Office does not have the resources to
materially handle the proceedings. However, according to the San
Marino IP Code it is possible to submit third parties observations
, within 4 months from the publication of the adversary
trademark. There is no particﬁar procedure to submit such
observations: sending a letter with advice of receipt to the Office
would be sufficient. No fees are due for filing third parties
observations.

Moreover, the trademark owner is entitled to bring
invalidity/infringement proceedings in San Marino. It shall
be however noted tﬁat IP disputes in San Marino are quite rare and
the Courts have no particular experience in IP cases (opposite to the
Italian specialized IP Courts located throughout our country).
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How to protect a trademark in ltaly

Prosecution

Notice and Takedown

» The majority of brands are present on social networks, and this exposes them to see their trademarks or other IP
rights violated.

« All the major social media sites have takedown tools available through easy-to-use online forms, most with no
fee payable. These provide rights holders with recourse to official channels to submit a complaint to protect their
rights should a direct approach fail.

» The policies for aggrieved rights holders are often referred to as ‘takedown’ solutions. All of the social media sites
recommend that rights holders first contact the relevant account holder to request removal of the content before
submitting a takedown request. Given the numerous examples of negative press arising out of heavy-handed cease
and desist letters in these situations, it is important that any contact is dealp with sen51t1ve1y and in accordance
with the rights holder’s existing social media policy, if any.

«  If this approach does not yield the desired results, takedown procedures provide a vehicle for addressing the
breach. The trademark takedown policies and tools are available on social media platforms such as Facebook,
Instagram, Twitter and LinkedIn.
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How to protect a trademark in ltaly

Prosecution

Notice and Takedown

* Sending a C&D letter via
Instagram
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How to protect a trademark in ltaly

Pros and cons

Litigation Prosecution

Cost issues to be considered; e C&D letter is often effective to

Timing issues; resolve a case;

* Opposition in Italy or San Marino

Useful if you want to give a signal
can be used as leverage;

to the market;

e Other actions (such as customs
protection or notices and take
down) may help.

Essential if the counterparty is a
blatant infringer.
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Thank you for your attention!
For any queries, please e-mail at
marialuce.piattelli@hoganlovells.om

"Hogan Lovells" or the "firm" is an international legal practice that includes Hogan Lovells International LLP, Hogan Lovells
US LLP and their affiliated businesses.

The word “partner” is used to describe a partner or member of Hogan Lovells International LLP, Hogan Lovells US LLP or
any of their affiliated entities or any employee or consultant with equivalent standing.. Certain individuals, who are
designated as partners, but who are not members of Hogan Lovells International LLP, do not hold qualifications equivalent
to members.

For more information about Hogan Lovells, the partners and their qualifications, see www.hoganlovells.com.
Where case studies are included, results achieved do not guarantee similar outcomes for other clients. Attorney
advertising. Images of people may feature current or former lawyers and employees at Hogan Lovells or models not
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